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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on March 24, 2005 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 14, 15, 17-19, 21, 22,and 24-26 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Capitant et al. (US 00697601 1B1). 

Consider Claim 14, Capitant et al. clearly teach and disclose a method for providing paying 
services within a radio communication network operating in accordance with one of a GSM 
Standard and a UMTS Standard, the method comprising: providing at least one radio 
communication terminal including a device for user identification, the device being one of an 
SIM and a USIM (CoL6, lines 51-53); providing at least one device for providing the paying 



Application/Control Number: 10/529,031 Page 3 

Art Unit: 2631 

services (read as payment server)(Col.2, line 49); making a request for one of the paying 
services by the radio communication terminal (Col.l, lines 44-50); and transmitting, in response 
to the request, at least one message (read as data related to payment)(Col.4, lines 58-63) 
generated by the user identification device to the device for providing the paying services . 

Consider Claim 15, Capitant et al. clearly teach and disclose a method for providing paying 
services as claimed in claim 14, wherein the device for providing the paying services, upon 
receipt of at least one message, effects a method comprising: initiating a check of an account 
status assigned to the user identification device (Col.3, lines 11-13); enabling provision of the 
requested paying service if a result of the check is positive (read as subscriber is 
authenticated)(lines 26-29); and blocking provision of the requested paying service if the result 
of the check is negative (read as subscriber is not authenticated). 

Consider Claim 17, Capitant et al. clearly teach and disclose a method for providing paying 
services as claimed in claim 14, wherein the at least one message contains a first item of 
information (read as subscriber identification)(Col.2, lines 43-47) identifying the radio 
communication terminal. 

Consider Claim 18, Capitant et al. clearly teach and disclose a method for providing paying 
services as claimed in claim 17, wherein the at least one message contains a second item of 
information (read as buyer's authentication)(CoL3, lines 44-57) identifying a current service 
request. 
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Consider Claim 19, Capitant et al. clearly teach and disclose a method for providing paying 
services as claimed in claim 14, wherein the at least one message describes an order of the 
services (read as prices) requested by the radio communication terminal (CoL9, lines 3-6). 

Consider Claim 21, Capitant et al. clearly teach and disclose a user identification device in a 
radio communication terminal for use in a method for providing paying services within a radio 
communication network operating in accordance with one of a GSM Standard and a UMTS 
Standard, comprising parts for generating, upon a request being made for one of the paying 
services (data about the prices) (CoL9, line 5) by the radio communication terminal, a request 
message addressed to a device for providing the paying services, the request message thereafter 
being transmitted to the device (the sales server) (Col.9, line 4) for providing the paying 
services. 

Consider Claim 22, Capitant et al. clearly teach and disclose a user identification device as 
claimed in claim 21, wherein the user identification device is one of an SIM and a USIM (Col.4, 
line 8). 

Consider Claim 24, Capitant et al. clearly teach and disclose a device for providing paying 
services within a radio communication network operating in accordance with one of a GSM 
Standard and a UMTS Standard, comprising: parts for evaluating at least one message generated 
by a user identification device of a radio communication terminal during a request for one of the 
paying services made by the radio communication terminal (read as management and/or 
payment center)(CoL4, line 61); parts for initiating the requested paying service (read as 
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SIM)(Fig.2); and parts for providing the requested paying service (read as Supplier's sales 
server and Payment server)(Fig. 5). 

Consider Claim 25, Capitant et al. clearly teach and disclose a device for providing paying 
services as claimed in claim 24, wherein the device is embodied as a distributed arrangement 
including a network control device (read as management center)(Fig.5) of the radio 
communication system for controlling a server, with the network control device including both 
the parts for evaluating (Fig.5, Block 50) and the parts for initiating (Fig.5, Block 52) the 
requested paying services. 

Consider Claim 26, Capitant et al. clearly teach and disclose a device for providing paying 
services as claimed in claim 24, wherein the device is embodied as a server (read as Payment 
server) (Fig.5). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 16 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Laumen et al. (US 2006/01351 17 Al) in view of Pailles (US 20040083166). 

Consider Claim 16, Laumen et al. teach a method for providing paying services, except that it 
does not disclose wherein at least one message is formulated as a command of a command set 
implemented in the user identification device as specified in one of an SIM Application Toolkit, 
a USIM Application Toolkit and a Card Application Toolkit. 

Pailles teaches wherein at least one message is formulated as a command of a command set 
implemented in the user identification device as specified in one of an SIM Application Toolkit, 
a USIM Application Toolkit and a Card Application Toolkit(US 2004/00831 66)(Pg.3, [0058]). 



Application/Control Number: 10/529,031 Page 7 

Art Unit: 2631 

Therefore it would have been obvious to one of ordinary skill in the art to incorporate the 
teachings of Pailles into Laurnen to use one of an SIM Application Toolkit, a USIM Application 
Toolkit and a Card Application Toolkit to activate a particular menu on a display. 

Consider Claim 23, Laumen et. Al teach a user identification device, except that it does not 
teach wherein a command set implemented in the user identification device as specified in one of 
an SIM Application Toolkit, a USIM Application Toolkit and a Card Application Toolkit 
generates the request message. 

Pailles teaches wherein a command set implemented in the user identification device as specified 
in one of an SIM Application Toolkit, a USIM Application Toolkit and a Card Application 
Toolkit generates the request message (US 2004/00831 66)(Pg.3, [0058]). 

Therefore it would have been obvious to one of ordinary skill in the art to incorporate the 
teachings of Pailles into Laumen to use one of an SIM Application Toolkit, a USIM Application 
Toolkit and a Card Application Toolkit to enable action on a display. 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Laumen et al. (US 
2006/01351 17 Al) in view of Sivula (US 006907239 Bl). 

Consider Claim 20, Laumen et al. teach a method for providing paying services, except that it 
does not teach wherein the paying services are at least one of a transfer of mobile emails, instant 
messaging, video telephony, a multimedia messaging service and a short message service, and 
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the at least one message contains, depending upon a type of requested service, additional data 
required for providing the service. 

Sivula et aL teach wherein the paying services are at least one of a transfer of mobile emails, 
instant messaging, video telephony, a multimedia messaging service and a short message service, 
and the at least one message contains, depending upon a type of requested service, additional 
data required for providing the service (US 006907239B1) (Col.6, lines 58-67). 

Therefore it would have been obvious to one of ordinary skill in the art to incorporate the 
teachings of Sivula into Laumen to use paying services wherein the paying services are at least 
one of a transfer of mobile emails, instant messaging, video telephony, a multimedia messaging 
service and a short message service to provide a list of services that the service provider offers, 
and the at least one message (read as conveying a list of services)(Col.6, line 61) contains, 
depending upon a type of requested service, additional data required for providing the service. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Brune et al. (US 6993320) disclose a Method and Device for Accessing A 
Telecommunications Network and for Billing Telecommunications Services. 
Any response to this Office Action should be faxed to (571) 273-8300 or mailed to: 

Commissioner for Patents 

P.O. Box 1450 
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Alexandria, VA 22313-1450 

Hand-delivered responses should be brought to 

Customer Service Window 

Randolph Building 

401 Dulany Street 
Alexandria, VA 22314 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shannon Brooks whose telephone number is (571) 270-1 115. 
The examiner can normally be reached on Monday - Friday, 8:00 a.m. - 5:00 p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on (571) 272-7915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




